Application No. 10/677,208 Response to .<) ffm Miimi mmk4. November 20> : 2t)OS 

Pii im Date: October 2, 2003 
Docket;. .2874 (2034510) 

REMARKS 

The abo ve referenced application has been reviewed in light of the Office Action 
mailed November 20/2009. Clmm$ 2, X 10, 1J, 13, 14, 16-20, and 22-25 are currently pending 
in this application wi th claims 20 and 23 being in independent form . In vie w of the amendments 
an d rem arks io "fp'I i o w v al io wane e o f thi s appfieati on n respee till) I y requested , 

Claims 2-3, 10^1 h 20, and 22 stand rejeeted under 35 U.S.C. §103 (a) as being 
xm patentable over US* Patent No, 4,513,747 to Smith et af (hereinafter, "Smith") in view of 
IIS. Patent No", 5,464,422 to Silverman {hereinafter; ^Bvenmnl, U.S. Patent No. 20,409 to 
CotifiSI {hereinafter, '■Gottrill'-),. and US. Patent Mo, 5,403,344 to Allen (hereinafter* "Allen"). 
Applicant respeetfuHv submits that Smith m view of Silverman, CottriSL and Alien, alone or in 
m?f proper combination, fail to teach or suggest the claimed surgical needles. 

Smith relates to a surgical needle having one or more cutting edges converging 
towards the needle tip which are formed at the intersection of a plurality of planar surfaces. The 
forward end of the needle has one or more smaller additional cutting edges located at the tip - 
the additional cutting edges formed by at least two additional hilerseeting planar surfaces at the 
tip portion, As illustrated in Figures 1 and 2 of Smith, reproduced hereinbelowvthe intersectiou 
bet we en sur feces 31 and 34 form edge. 51 and the intersection between surfaces 32 and 35 form 
edge 52. 
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No where does Smith indicate edges 51 and 52 are cutting edges. When Smith 
discusses edges 51 and §2, he clearly refe to these "edges" with specificity. When Smith 
discusses edges 21, 22, 23. 2V'B>. and 24 he; ckwfy refers to these ^cutting edges* with 
speeifieit¥> There is not express teaching or any extrinsic evidence that edges 51 and 52 are 
cutting edges and that such edges wtmki he recognised as cutting: edges % a person of ordinary 
skill in the an. 

Even assummgv orgimuio y that edges 51 and 52 could he cutting edges, Smith 
tails to disclose mw edge between ihe kterseeilon of the extended surface 33 as shown above. 
IhereK)re y Smith finis in disclose or suggest a surgkdi needle having first and second sets of 
stirtkees with .-cutting ^^0$j0sp(md along rejfmciim line, . of;migrM0(m of the first and 
second set s of sur faces. 

Moreover, as acknowledged on pages 3-4 of the Office Action: 

The device of Smith is not explicitly disclosed with the first and 
second sets having lour sides symmetrically arranged about the 



Application Na 

Filing Dale: October 2, 2003 

Docket: 2874 (283-35 10) 



Response to Office Action mailed November -20* -2009 



longitudinal axis to form a diamond eross-seetion and. means for 
attaching a suture..,. The modified device of Smith in view of 
Silverman is not explicitly disclosed with the first and second sets 
being generally concave, . .. The modified device of Smith in view 
of Silverman et al and Cottrih is not explicitly disclosed with the 
needle end having a maximum eross-seetion dimension greater 
than a maximum efo'ss^seotionai 'dimension of the mam shaft, 

Thus, the Office Action relies on three additional reCerences to form the present obviousness 

•rejection, 

The Office Action relies on Silverman to cure a portion of the deficiencies . of 
Smith. The Office Action asserts that Silverman discloses a needle having four sides 
symmeiiieally arranged about a longitudinal axis to form a diamond cross-section, thus, 
according to the Office Action, it would have been obvious to a person having ordinary akil! in 
the art to modify: the device of Smith to have first and second sets having four sides 
symmetrically arranged about the longitudinal axis to form a diamond erass-seetion in order to 
provide cutting edges around the circuinierence Of the needle for more efficient cutting and 
penetration of tissue, 

Silverman relates to a suture needle having a shaft ..portion 1 1> a tip portion 13, a 
conical point portion IS; and a point 11 as illustrated in FIG,. ! A, reproduced below, 




FIG. I A 
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The tip portion 13 has at least two sabstaiHialk Jlatsur&ces and the conical point 
portion IS has a conical shape Imvinga^ section adjacent to the point 17 

of the needle. "The conical point portion of the surgical needle of the • present invention achieves 
a Strang, biirr^esistani point offering both good strength and good piercing characteristics with 
C0rresponcling low penetration forces^ (Col 2,. fines 5-8), "Conical point portion IS is of 
substantially round cross section adjacent to point 17. By substantially round cross section is 
meant a -.round or substantially rounded cross section mtkouf mty sharp* #ngtitm & r square 
m!ge$r {Cat 3., lines 19-22, Emphasis added), Accordingly, Silverman effectively teaches 
away from having cutting edges on the conlca! point portion thai is proximal to 'the needle point 
and thus, fails to provide any motivation to combine the two pieces of art. 

Therefore, even if one were to combine Smith and Silverman* one would not 
arrive at a surgical needle including a needle end including a first distinct set of four generally 
concave intersecting surfeees extending between the needle tip and the main shall the needle tip 
including a second distinct set of lour generally conca ve interpreting .surfaces extending between 
the needle point and the needle end to intersect the first set of concave sur&ees of the needle end, 
and cutting edges disposed along each respective line of intersection of tire first set of Mir 
surfaces of the needle end with the second set of four surfaces of the need le tip, 

The OlTtce Action then relies on Cottril! to teach concave surliices in a needle and 
Allen to teach a needle end defining a maximum cross-sectional dimension being greater than a 
maximum cross-sectional dimension of the main shaft, 

CoiiriO and A lien fail to cure any of the dcile&nck$ discussed above with respect to 
Smith and Silverman, Conril! and Allen fail to teach m m&gvsiJmer aim a needle end ineiuding a 
first distinct m of four generally concave intersecting surfaces extending between the needle tip 
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and the main shaft, the. needle tip including a second distinct set of four generally concave 
iht&tsecttng surfaces extending between the needle poitii and the needle end to intersect the first 
set of concave Surfaces of the needle emi and cutting edges disposed along each respecti ve line 
of intersection of the first set of four surfaces of the needle end with the second set of fear 
surfaces of the needle tip. 

Far at least these reasons. Applicants believe that independent claim 20 is 
patentable over Smith in view of Silverman, CDttrMJ* and Allen, taken alone or in any proper 
combination, and are in condition for allowance. For at least these reasons, inter alia, Applicant 
believe that claims 2/3 -., 10, 1 L and 22 which depend from claim 20, either directly or indirectly, 
also define over the eked inferences and are in condition for allowance. 

Moreover, dependent claim 22 recites the concave surfaces of the first set being 
symiTTettieally arranged about the longitudinal axis and the concave surfaces of the second set 
being symmetrically arranged about the longitudinal axis. As stated above, the needle of Smith 
includes a planar surface which extends between the first and second set of surfaces without 
having an edge disposed therebetween. Accordingly, Smith, in any proper eombineiion with 
Silverman, Gotirilf and Alien, fails to disclose first and second sets of concave surfaces being, 
synimetfkally arranged about the longitudinal axis as there is an intervening extended surface, 
Withdrawal cvf ibis rejection k respect felly requested. 

Claims 13, H, IM% and 23-25 stand rejected under 35 ffS.C § 1 03 (a) over 
Smith in view of Silverman and Cottrilf As stated above. Smith, Silverman, and Cottrill iai! to 
show ^respective cutting edges along each Ike of intersection of the first distinct set of at least 
three non-linear intersection surfaces with die second distinct set of at least three non-linear 
intersecting suriaeeS^ as required by independent claim 23, 
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For at least these reasons. Applicants brieve thai independent claim 23 is 
patentable over Smith m view of SiJvernian and Cotirili taken a! one or in any proper 
eomMnation. and are In condition for allowance. For at least these reasons, inter aim, Applicant 
bo!kw.e that claims 13y 14, 1649. and 23-25 which depend fmm claim 23 ; either directly or 
indirectly, also define over die cited references and are in condition for aiiowanee. 

Moreover, dependent claim 24 recites the at least three non-linear interesting 
surfee.es: of the first set being sym metrically arranged about the longitudinal axis and the at least 
three Bon-hnear intersecting surfaces of the second set being symmeirieaily arranged about the 
longitudinal axis. As stated above, the needle of Smith includes a planar surface which extends 
between the first and second set of surfaces without having an edge disposed therebetween. 
Accordingly, Smith, in any proper combination with Stlvennan. and: Cot-trill* fails: to disclose first 
and second sets of suriaccs being symmetrically arranged about the iongitudinai axis as there is 
m intervening extended .'surface, Whhdrawai of this rejection is respectfeily requested. 
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In view of the foregoing remarks. Applicant submits thai all of the claims arc in 



proper format are parentably distinct from the prior art of record and are in condition lor 
allowance. The Examiner is invited m contact the undersigned at. the telephone number listed 



Carter* BeLum> Fmreif Schmhfh LLP 
445 Broad Hollow RoM - Suits 428 
Meivitfe, New York J i 747 
Tel: (63 1) 50 3 -5703 

Fas: iB i.) 30:1 -3526 



below with any questions concerning this application. 




; Joseph HV, Schmidt 
Reg! No.: 36,920 
Attorney f or Applicant (s| 



